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ARGUMENT(S)

            This responds to the February 26, 2016 Final Office Action.  Applicant appreciates that the Examining Attorney has accepted the
amendment to add Section 1(a) as basis of registration.  The Examining Attorney has maintained a refusal of registration on the basis that the
applied-for mark is descriptive of Applicant’s goods and/or services.  

            Applicant respectfully traverses the refusal of registration on the above basis, and maintains its previous submissions that the applied-
for mark is not descriptive of Applicant’s goods within the meaning of Section 2(e)(1) of the Trademark Act.   Applicant further maintains, in
the alternative, that even if the mark is considered to be merely descriptive within the meaning of the Act, the mark has acquired
distinctiveness through substantially continuous use by Applicant to be registrable within the meaning of Section 2(f) of the Trademark Act.

            Reconsideration of the application in view of the remarks and supporting evidence herein, in addition to the previous Office Action
Response dated April 30, 2014 is respectfully requested.  Applicant has filed a Notice of Appeal and has requested suspension of the appeal
pending consideration of this Request by the Examining Attorney.

I.                    Applicant’s Applied-For Mark is Not “Merely Descriptive”

            Applicant incorporates its arguments in the previous Office Action Response dated April 30, 2014.  In the February 2, 2016, Office
Action, the Examining Attorney argues that “the evidence of record shows that ‘scraper’ is a term that is commonly used to refer to a
particular type of spatula that is commonly used in baking and in connection with mixers – whether as an attachment or a separate implement
– to ‘scrape’ or clear the sides of bowls and/or empty baking vessels or containers of their contents.”   While this may be true, Applicant’s
goods for the applied for mark are electric mixers for household use and not a spatula or other attachment. 

Further, while the words “scraper” and “mixer” used individually are known words used in the trade, the term “Scraper Mixer” is a
fanciful and distinctive term not ordinarily usable in the trade to describe any quality characteristic or ingredient of the goods in question. 
Courts have regularly allowed registrations for marks comprised of terms that individually may be descriptive but in combination result in a
composite mark that is not “merely descriptive" See In re Colgate-Palmolive Co., 406 F.2d 1385, 160 U.S.P.Q. 733 (CCPA 1969) (reversing
the refusal to register CHEW ‘N CLEAN stating “[granted that ‘CHEW ‘N CLEAN’ might well, and doubtless does, suggest a possible
manner of use of the dentifrice, it is not merely descriptive of the dentifrice per se.”); In re Capital Cities Communications, Inc., 193
U.S.P.Q. 111 (TTAB 1976) (finding that the mark COUNTRY GOLD “does not indicate with any particularity the nature of applicant’s
services [radio broadcasting services] and any suggestive meaning projected by the term is the result of analysis and supposition.”); ( In re
Kopy Kat, Inc. 498 F.2d 1379 (CCPA 1974) (WE PRINT-IN IN A MIN-IT, held to be highly suggestive of printing services when no
evidence was provided to show the slogan has been used by anyone before and finding that the slogan does not identify the services.). Here,
there is no evidence that the composite term “Scraper Mixer” has ever been used by any other manufacturer of electric mixers for household
use to describe any feature of their product.  To the contrary, commercial reviews of the Breville SCRAPPER MIXER product line refer to the
product class as “stand mixers”, not “scraper mixers”.  See Exhibit G (“[t]he stalwart in the Breville line of stand mixers, the Scraper Mixer
combines sleek, attractive form with function and innovative technology.”) To the contrary, Consumer Reports notes that Applicant has
“dubbed” its product “the SCRAPER MIXER . . .” See E ([Consumer Reports] “[d]ubbed the SCRAPER MIXER Pro, the Breville
BEM800XL, $300, earned an overall score of 81 in our tests edging out the recommended KitchenAid Classic K45SS[WH], $200, and all



recommended KitchenAid Artisian KSM 150PS[WW], $300 (five KitchenAids in all appear in the full ratings.”)   Consumer Reports’ use of
the “dubbed” phraseology further supports a conclusion that the SCRAPPER MIXER mark is fanciful and distinctive rather than descriptive
of a class of product. 

The Office Action attaches information from Best Reviews.  However, nowhere in the reviews is an electric mixer described as a
“Scraper Mixer”.   The only time this composite term is used is when it is referring to Applicant’s product.

While it is understood that that each case stands on its own facts, it is always instructive to consider other situations where marks were
determined to be NOT merely descriptive.  In addition to the cases cited above, other cases to consider where combinations of words were
found not “merely descriptive are:

In re Polytop Corp., 167 U.S.P.Q. 383 (TTAB 1970) (finding LOC-TOP for bottle closure caps not “merely descriptive”)

Polaroid Corp. v. Anken Chemical & Film Corp., 343 F.2d 771, 145 U.S.P.Q. 191 (CCPA 1965) (finding POLYCOPY for
photocopying machines not “merely descriptive”)

Minnesota Mining & Mfg. Co. v. Johnson & Johnson, 454 F.2d 1179, 172 U.S.P.Q. 491 ((CCPA 1972) (finding SKINVISIBLE
for transparent medical adhesive tape not “merely descriptive”)

Norwich Pharmacal Co. v. Chas. Pfizer & Co., 165 U.S.P.Q. 644 (TTAB 1970) (finding UNBURN for skin preparation not
“merely descriptive”)

In re Shop-Vac Corp., 219 U.S.P.Q. 470 (TTAB 1983) (finding WET/DRY BROOM for electric vacuum cleaners not “merely
descriptive”).

            For these reasons, Applicant requests that the Examining Attorney withdrawal the Section 2(e)(1) refusal.

II.                Applicant’s Applied-For Mark Has Acquired Distinctiveness

Even if the applied-for mark is considered to be merely descriptive within the meaning of the Act, which Applicant respectfully
traverses, the mark has acquired distinctiveness through substantially continuous use by Applicant to be registrable within the meaning of
Section 2(f) of the Trademark Act.  The ultimate test for secondary meaning is “whether the term, symbol or device identifies goods ‘of a
particular source’ in which case it is protectable.”   Warner Bros., Inc. v. Gay Toys, Inc., 724 F.2d 327, 333 (2nd Cir. 1983).  To support the
claim of acquired distinctiveness, an applicant may submit evidence including specific dollar sales under the mark, advertising figures,
samples of advertising, consumer or dealer statements of recognition of the mark as a source identifier, and affidavits/declarations.  37 C.F.R.
§2.41(a)(3); In re Ideal Indus., Inc., 508 F.2d 1336, 1339-40, 184 U.S.P.Q. 487, 489-90 (CCPA 1975). 

In support of Applicant’s alternative claim of acquired distinctiveness, Applicant submits the attached evidence includes a Declaration
from Seerena Wright and Exhibits A-H, which includes evidence of, among other things, long and continuous use, advertising dollars, and
dollar sales.  Applicant also submits samples of advertisements (Exhibits I-K) and evidence to support Applicant’s efforts in the
United States to associate the mark with the source of goods such as unsolicited media coverage (Exhibits E-H).

Specifically, Applicant has used the applied-for mark SCRAPER MIXER continuously for more than six years.  (Declaration in
Support of Acquired Distinctiveness Under Section 2(f) (hereinafter Declaration) at ¶ 3).  Since 2010, Applicant has sold  products under the
applied-for mark through its own retailing platform www.brevilleusa.com.  (Declaration at ¶ 4).  Additionally, Applicant has sold products
under the applied-for mark in stores that specialize in professional-quality cookware and accessories such as Williams Sonoma and Sur La
Table.  (Declaration at ¶ 4).  Applicant contributes to the advertising costs of these stores to promote Applicant’s products sold under the
applied-for mark.  (Declaration at ¶ 7).  Specifically, Applicant contributes annually to Williams-Sonoma via a net invoice pricing program
which covers advertising and promotional marketing of Applicant’s products.   (Declaration at ¶ 7).  Applicant also has an annual 7% co-op
program with Sur La Table to support activities including advertising and promotional events for Applicant’s products.   (Declaration at ¶ 7). 
These marketing activities include, among other things, catalog marketing, email marketing, promotional advertising, point of sale marketing. 
(Declaration at ¶ 7).   Examples of advertisements and promotional materials are included in Exhibits I-K.

Because of the success of Applicant’s products, its electric mixer known as the SCRAPER MIXER has received unsolicited editorial
exposure.  (Exhibits E-H; Declaration at ¶ 6).  This includes comments that “[t]he stalwart in the Breville line of stand mixers, the Scraper
Mixer combines sleek, attractive form with function and innovative technology.”   (Exhibit G).  In 2012, Consumer Reports reported that
Applicant’s product “[d]ubbed the SCRAPER MIXER Pro, the Breville BEM800XL, $300, earned an overall score of 81 in our tests edging
out the recommended KitchenAid Classic K45SS[WH], $200, and all recommended KitchenAid Artisian KSM 150PS[WW], $300 (five
KitchenAids in all appear in the full ratings.”   (Exhibit E). 

Applicant’s products sold under the applied-for mark have been successful in the United States.   Sales of Applicant’s products sold
under the applied-for mark accounted for approximately $5,844,499.00 in sales of 32,376 units in the United States.  (Declaration at ¶ 8).  In
the year 2015, the value of exports to the United States of products sold under the applied-for mark  amounted to $505,991.00.  (Declaration
at ¶ 8). 

Applicant’s products cost between $200 and $300 and therefore, Applicant’s consumers are sophisticated and deliberately seeking
out the Applicant’s brand.   (Declaration at ¶ 9).  Because of the high value of the products sold under the applied-for mark, consumers take
care over their purchase.  (Declaration at ¶ 9).  Buying a countertop appliance that costs hundreds of dollars would not be an impulse



purchase.  (Declaration at ¶ 9).  The degree of care taken by consumers of electric mixers can be seen in the product reviews.  (Exhibits L-M). 
For example, in Exhibit L, a consumer states that “I researched to the point of absurdity and read every review I could find on both this
machine and the KA.”   Other consumer comments include “I decided to write the review because I researched a lot before I bought it” and “I
have done a LOT of research between KitchenAid and Breville, when it comes to stand mixers, and I am almost totally decided to go in the
direction of Breville.”   (Exhibit M)

Additionally, Applicant’s use of the applied-for mark has been exclusive.   There is no evidence of any other manufacture of electric
mixers for household use using the composite term “SCRAPER MIXER”.   Other manufacturers and sellers of stand mixers use other
trademarks and/or generic descriptions for these types of goods.  (Declaration at ¶5).  For example, KitchenAid uses Commercial Series-8Qt
Bowl Lift Stand, Pro Line, Professional 6500 Design, Custom Metallic, Professional 600, Artisan, Architect Series, Professional Heavy Duty,
Classic, and Ultra Power for its stand mixers.  (Exhibit A)  Cuisinart uses 7 Quart Stand Mixer and 5.5 Quart Stand Mixer for its stand mixers. 
(Exhibit B).  Hamilton Beach uses 6 Speed Classic, Eclectrics, Power Deluxe, and Stand Mixer for its stand mixers.  (Exhibit C).  Sunbeam
uses Heritage Series and Mixmaster for its stand mixers.  (Exhibit D).

III.             Conclusion

In view of the foregoing remarks and attached evidence, Applicant respectfully requests reconsideration of the application and that the
Examining Attorney withdraw her refusal. 
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1. Declaration of Seerena Wright in Support of Acquired Distinctiveness Under Section
2(f) 2. Exhibit A -- screenshot from KitchenAid website showing names of stand mixers
3. Exhibit B -- screenshot from Cuisinart website showing names of stand mixers 4.
Exhibit C -- screenshot from Hamilton Beach website showing names of stand mixers 5.
Exhibit D -- screenshot from Sunbeam website showing names of stand mixers 6. Exhibit
E -- media Coverage of Breville's SCRAPER MIXER by Consumer Reports 7. Exhibit F -
- media Coverage of Breville's SCRAPER MIXER by Consumer at Heart 8. Exhibit G -
media Coverage of Breville's SCRAPER MIXER by Foodal 9. Exhibit H -- media
Coverage of Breville's SCRAPER MIXER by Common Sense with Money 10. Exhibit I -
- advertising of Breville's SCRAPER MIXER by Williams-Sonoma 11. Exhibit J --
advertising of Breville's SCRAPER MIXER by Amazon 12. Exhibit K -- advertising of
Breville's SCRAPER MIXER by Sur La Table 13. Exhibit L -- consumer comments
showing degree of care in purchasing stand mixers from Williams-Sonoma website 14.
Exhibit M -- consumer comments showing degree of care in purchasing stand mixers
from Breville website
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 86019243 SCRAPER MIXER(Standard Characters, see http://tmng-al.uspto.gov/resting2/api/img/86019243/large) has
been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

            This responds to the February 26, 2016 Final Office Action.  Applicant appreciates that the Examining Attorney has accepted the
amendment to add Section 1(a) as basis of registration.  The Examining Attorney has maintained a refusal of registration on the basis that the
applied-for mark is descriptive of Applicant’s goods and/or services.  

            Applicant respectfully traverses the refusal of registration on the above basis, and maintains its previous submissions that the applied-for
mark is not descriptive of Applicant’s goods within the meaning of Section 2(e)(1) of the Trademark Act.   Applicant further maintains, in the



alternative, that even if the mark is considered to be merely descriptive within the meaning of the Act, the mark has acquired distinctiveness
through substantially continuous use by Applicant to be registrable within the meaning of Section 2(f) of the Trademark Act.

            Reconsideration of the application in view of the remarks and supporting evidence herein, in addition to the previous Office Action
Response dated April 30, 2014 is respectfully requested.  Applicant has filed a Notice of Appeal and has requested suspension of the appeal
pending consideration of this Request by the Examining Attorney.

I.                    Applicant’s Applied-For Mark is Not “Merely Descriptive”

            Applicant incorporates its arguments in the previous Office Action Response dated April 30, 2014.  In the February 2, 2016, Office
Action, the Examining Attorney argues that “the evidence of record shows that ‘scraper’ is a term that is commonly used to refer to a particular
type of spatula that is commonly used in baking and in connection with mixers – whether as an attachment or a separate implement – to
‘scrape’ or clear the sides of bowls and/or empty baking vessels or containers of their contents.”   While this may be true, Applicant’s goods
for the applied for mark are electric mixers for household use and not a spatula or other attachment. 

Further, while the words “scraper” and “mixer” used individually are known words used in the trade, the term “Scraper Mixer” is a
fanciful and distinctive term not ordinarily usable in the trade to describe any quality characteristic or ingredient of the goods in question. 
Courts have regularly allowed registrations for marks comprised of terms that individually may be descriptive but in combination result in
a composite mark that is not “merely descriptive" See In re Colgate-Palmolive Co., 406 F.2d 1385, 160 U.S.P.Q. 733 (CCPA 1969) (reversing
the refusal to register CHEW ‘N CLEAN stating “[granted that ‘CHEW ‘N CLEAN’ might well, and doubtless does, suggest a possible
manner of use of the dentifrice, it is not merely descriptive of the dentifrice per se.”); In re Capital Cities Communications, Inc., 193 U.S.P.Q.
111 (TTAB 1976) (finding that the mark COUNTRY GOLD “does not indicate with any particularity the nature of applicant’s services [radio
broadcasting services] and any suggestive meaning projected by the term is the result of analysis and supposition.”); ( In re Kopy Kat, Inc. 498
F.2d 1379 (CCPA 1974) (WE PRINT-IN IN A MIN-IT, held to be highly suggestive of printing services when no evidence was provided to
show the slogan has been used by anyone before and finding that the slogan does not identify the services.). Here, there is no evidence that the
composite term “Scraper Mixer” has ever been used by any other manufacturer of electric mixers for household use to describe any feature of
their product.  To the contrary, commercial reviews of the Breville SCRAPPER MIXER product line refer to the product class as “stand
mixers”, not “scraper mixers”.  See Exhibit G (“[t]he stalwart in the Breville line of stand mixers, the Scraper Mixer combines sleek, attractive
form with function and innovative technology.”) To the contrary, Consumer Reports notes that Applicant has “dubbed” its product “the
SCRAPER MIXER . . .” See E ([Consumer Reports] “[d]ubbed the SCRAPER MIXER Pro, the Breville BEM800XL, $300, earned an overall
score of 81 in our tests edging out the recommended KitchenAid Classic K45SS[WH], $200, and all recommended KitchenAid Artisian KSM
150PS[WW], $300 (five KitchenAids in all appear in the full ratings.”)   Consumer Reports’ use of the “dubbed” phraseology further supports
a conclusion that the SCRAPPER MIXER mark is fanciful and distinctive rather than descriptive of a class of product. 

The Office Action attaches information from Best Reviews.  However, nowhere in the reviews is an electric mixer described as a
“Scraper Mixer”.   The only time this composite term is used is when it is referring to Applicant’s product.

While it is understood that that each case stands on its own facts, it is always instructive to consider other situations where marks were
determined to be NOT merely descriptive.  In addition to the cases cited above, other cases to consider where combinations of words were found
not “merely descriptive are:

In re Polytop Corp., 167 U.S.P.Q. 383 (TTAB 1970) (finding LOC-TOP for bottle closure caps not “merely descriptive”)

Polaroid Corp. v. Anken Chemical & Film Corp., 343 F.2d 771, 145 U.S.P.Q. 191 (CCPA 1965) (finding POLYCOPY for
photocopying machines not “merely descriptive”)

Minnesota Mining & Mfg. Co. v. Johnson & Johnson, 454 F.2d 1179, 172 U.S.P.Q. 491 ((CCPA 1972) (finding SKINVISIBLE
for transparent medical adhesive tape not “merely descriptive”)

Norwich Pharmacal Co. v. Chas. Pfizer & Co., 165 U.S.P.Q. 644 (TTAB 1970) (finding UNBURN for skin preparation not
“merely descriptive”)

In re Shop-Vac Corp., 219 U.S.P.Q. 470 (TTAB 1983) (finding WET/DRY BROOM for electric vacuum cleaners not “merely
descriptive”).

            For these reasons, Applicant requests that the Examining Attorney withdrawal the Section 2(e)(1) refusal.

II.                Applicant’s Applied-For Mark Has Acquired Distinctiveness

Even if the applied-for mark is considered to be merely descriptive within the meaning of the Act, which Applicant respectfully
traverses, the mark has acquired distinctiveness through substantially continuous use by Applicant to be registrable within the meaning of
Section 2(f) of the Trademark Act.  The ultimate test for secondary meaning is “whether the term, symbol or device identifies goods ‘of a
particular source’ in which case it is protectable.”   Warner Bros., Inc. v. Gay Toys, Inc., 724 F.2d 327, 333 (2nd Cir. 1983).  To support the
claim of acquired distinctiveness, an applicant may submit evidence including specific dollar sales under the mark, advertising figures,
samples of advertising, consumer or dealer statements of recognition of the mark as a source identifier, and affidavits/declarations.  37 C.F.R.
§2.41(a)(3); In re Ideal Indus., Inc., 508 F.2d 1336, 1339-40, 184 U.S.P.Q. 487, 489-90 (CCPA 1975). 

In support of Applicant’s alternative claim of acquired distinctiveness, Applicant submits the attached evidence includes a



Declaration from Seerena Wright and Exhibits A-H, which includes evidence of, among other things, long and continuous use,
advertising dollars, and dollar sales.  Applicant also submits samples of advertisements (Exhibits I-K) and evidence to support
Applicant’s efforts in the United States to associate the mark with the source of goods such as unsolicited media coverage ( Exhibits E-H).

Specifically, Applicant has used the applied-for mark SCRAPER MIXER continuously for more than six years.  (Declaration in Support
of Acquired Distinctiveness Under Section 2(f) (hereinafter Declaration) at ¶ 3).  Since 2010, Applicant has sold  products
under the applied-for mark through its own retailing platform www.brevilleusa.com.  (Declaration at ¶ 4).  Additionally, Applicant has sold
products under the applied-for mark in stores that specialize in professional-quality cookware and accessories such as Williams Sonoma and Sur
La Table.  (Declaration at ¶ 4).  Applicant contributes to the advertising costs of these stores to promote Applicant’s products sold under the
applied-for mark.  (Declaration at ¶ 7).  Specifically, Applicant contributes annually to Williams-Sonoma via a net invoice pricing program
which covers advertising and promotional marketing of Applicant’s products.   (Declaration at ¶ 7).  Applicant also has an annual
7% co-op program with Sur La Table to support activities including advertising and promotional events for Applicant’s products.   (Declaration
at ¶ 7).  These marketing activities include, among other things, catalog marketing, email marketing, promotional advertising, point of sale
marketing.  (Declaration at ¶ 7).   Examples of advertisements and promotional materials are included in Exhibits I-K.

Because of the success of Applicant’s products, its electric mixer known as the SCRAPER MIXER has received unsolicited
editorial exposure.  (Exhibits E-H; Declaration at ¶ 6).  This includes comments that “[t]he stalwart in the Breville line of stand mixers, the
Scraper Mixer combines sleek, attractive form with function and innovative technology.”   (Exhibit G).  In 2012, Consumer Reports reported
that Applicant’s product “[d]ubbed the SCRAPER MIXER Pro, the Breville BEM800XL, $300, earned an overall score of 81 in our tests
edging out the recommended KitchenAid Classic K45SS[WH], $200, and all recommended KitchenAid Artisian KSM 150PS[WW], $300 (five
KitchenAids in all appear in the full ratings.”   (Exhibit E). 

Applicant’s products sold under the applied-for mark have been successful in the United States.   Sales of Applicant’s products sold
under the applied-for mark accounted for approximately $5,844,499.00 in sales of 32,376 units in the United States.  (Declaration at ¶ 8). 
In the year 2015, the value of exports to the United States of products sold under the applied-for mark  amounted to $505,991.00.  (Declaration
at ¶ 8). 

Applicant’s products cost between $200 and $300 and therefore, Applicant’s consumers are sophisticated and deliberately seeking out
the Applicant’s brand.   (Declaration at ¶ 9).  Because of the high value of the products sold under the applied-for mark, consumers take care
over their purchase.  (Declaration at ¶ 9).  Buying a countertop appliance that costs hundreds of dollars would not be an impulse purchase. 
(Declaration at ¶ 9).  The degree of care taken by consumers of electric mixers can be seen in the product reviews.  (Exhibits L-M).  For
example, in Exhibit L, a consumer states that “I researched to the point of absurdity and read every review I could find on both this machine
and the KA.”   Other consumer comments include “I decided to write the review because I researched a lot before I bought it” and “I have done
a LOT of research between KitchenAid and Breville, when it comes to stand mixers, and I am almost totally decided to go in the direction of
Breville.”   (Exhibit M)

Additionally, Applicant’s use of the applied-for mark has been exclusive.   There is no evidence of any other manufacture of electric
mixers for household use using the composite term “SCRAPER MIXER”.   Other manufacturers and sellers of stand mixers use other
trademarks and/or generic descriptions for these types of goods.  (Declaration at ¶5).  For example, KitchenAid uses Commercial
Series-8Qt Bowl Lift Stand, Pro Line, Professional 6500 Design, Custom Metallic, Professional 600, Artisan, Architect Series,
Professional Heavy Duty, Classic, and Ultra Power for its stand mixers.  (Exhibit A)  Cuisinart uses 7 Quart Stand Mixer and 5.5 Quart
Stand Mixer for its stand mixers.  (Exhibit B).  Hamilton Beach uses 6 Speed Classic, Eclectrics, Power Deluxe, and Stand Mixer for its stand
mixers.  (Exhibit C).  Sunbeam uses Heritage Series and Mixmaster for its stand mixers.  (Exhibit D).

III.             Conclusion

In view of the foregoing remarks and attached evidence, Applicant respectfully requests reconsideration of the application and that the
Examining Attorney withdraw her refusal. 
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Exhibit C -- screenshot from Hamilton Beach website showing names of stand mixers 5. Exhibit D -- screenshot from Sunbeam website showing
names of stand mixers 6. Exhibit E -- media Coverage of Breville's SCRAPER MIXER by Consumer Reports 7. Exhibit F -- media Coverage of
Breville's SCRAPER MIXER by Consumer at Heart 8. Exhibit G - media Coverage of Breville's SCRAPER MIXER by Foodal 9. Exhibit H --
media Coverage of Breville's SCRAPER MIXER by Common Sense with Money 10. Exhibit I -- advertising of Breville's SCRAPER MIXER by
Williams-Sonoma 11. Exhibit J -- advertising of Breville's SCRAPER MIXER by Amazon 12. Exhibit K -- advertising of Breville's SCRAPER
MIXER by Sur La Table 13. Exhibit L -- consumer comments showing degree of care in purchasing stand mixers from Williams-Sonoma
website 14. Exhibit M -- consumer comments showing degree of care in purchasing stand mixers from Breville website has been attached.
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